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§ Art Unit: 2662 
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Box Patent Application 
Commissioner for Patents 
Washington, D.C. 20231 



CONTINUATION FILED UNDER 35 U.S.C. §1.53fb) 

Dear Sir: 

This appHcation is a continuation, filed under 35 U.S.O § 1.53(b) of pending U.S. Patent 
App. No. 09/092,452 ("the '452 Application"), which was filed on June 5, 1998. The '452 
Application was the subject of a Notice of Allowability mailed on 09/12/2001. Consideration of 
the following remarks is respectfully requested. 



REMARKS 

In a Final Office Action dated May 29, 2001 in the '452 Application, the Examiner states 
the following: 

Applicant argues that Bottomley does not teach or suggest either a 
^processor coupled to the output of said receiver' or an 'oscillator 
coupled to the output of said processor,' These are not limitations 
recited in claim 1. ... Claim 1 does not specify where the 
connections are (input or output). Therefore Bottomley does stand in 
overcoming the limitations in claim 1 as clearly shown in figure L 
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(O.A. of 05/29/01, p. 4, line 19 through p. 5, line 5). Claims 1-9 in the current application clarify 
these limitations. The following remarks, originally from a response dated March 21, 2001 in the 
'452 Application, are thus relevant and are, for the sake of convenience, included here. 

Claim 1 stands rejected under 35 U.S.C, § 102(e) as allegedly being anticipated by 
Bottomley et al (U.S. Pat. No. 6,134,260) (hereinafter referred to as "Bottomley"), Briefly, 
Bottomley teaches "systems and methods for frequency acquisition and channel tracking in a 
direct sequence [CDMA] system" (Abstract). In other words, Bottomley is directed at a CDMA 
receiver that employs fi*equency control to produce a standard, decoded CDMA signal. The 
Applicants claimed subject matter is not primarily directed to controlling the frequency of a 
CDMA receiver to produce a standard, decoded CDMA signal, but rather to producing timing and 
control signals from a CDMA receiver. Bottomley's receiver feeds received frequency errors 
back into the tracking loop of his receiver to improve the frequency tracking of the receiver. 
Bottomley's receiver does not teach or suggest producing a "control signal and a timing signal" 
because all that Bottomley's receiver produces, as does any CDMA receiver, is a decoded, 
CDMA signal. Bottomley's receiver produces "soft bit values, which may be used in further 
processing, such as convolution decoding" (col. 4, lines 26-27) and which ultimately represent 
"speech, text or images" (col. 3, line 41). The communications system 105 of Figure 1 includes a 
radio processor 106, which "filters, amplifies, and mixes the signal down to baseband" (col, 3, 
line 36-37, and a baseband signal processor 110, which takes the baseband signal and produces 
estimates of symbol values" (col. 3, line 38-39). In other words, the apparatus of Bottomley 
produces "estimates of symbol values" (col. 3, line 39), not timing and control signals as does 
Applicants' claimed subject matter. 

Bottomley does not teach or suggest either a "processor coupled to the output of said 
receiver" or an "oscillator coupled to the output of said processor." Bottomley is instead directed 
to a receiver that happens to include a processor and an oscillator, which are incorporated into the 
receiver to enhance the performance of the receiver, not coupled to the receiver in order to 
provide signals in addition to a standard, decoded CDMA signal. In Figure 2 of Bottomley, the 
radio processor 106 is incorporated in the receiver 200 and provides data samples for baseband 
processing (col. 3, hne 67 through col 4, line 1), not a control signal and a timing signal The 
other elements of Figure 2, the code acquisition unit 202, the frequency acquisition unit 204, the 
OSC feedback unit 206, the frequency & channel tracking 208 and the coherent demodulator 210 
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apparently correspond to the baseband processor 110 of Figure 1. If the Office Action suggests 
that the receiver 200 teaches the Applicants' receiver, then there is nothing in Bottomley to 
suggest the Applicants' processor and oscillator. Although an OSC feedback unit 206 within the 
receiver 200 provides a corrective signal to the radio processor 106, this corrective signal merely 
corrects the tracking of the receiver 200 and is not a signal that is "produced by the processor." In 
addition, the receiver 200 does not produce this corrective signal "based upon a control signal" 
from the radio processor 106. 

Given that the subject matter as claimed by the AppUcant in claim 1 expHcitly contains 
limitations and elements neither taught nor suggested by Bottomley, the Applicant respectfully 
requests withdrawal of the 35 U.S.C. § 102(e) rejection, as it is not supported by the cited 
reference. 

Claims 2-5 were rejected under 35 U.S.C. § 103(a) as being allegedly unpatentable over 
Bottomley. Claims 2-5 are at least allowable as being dependant upon an allowable independent 
claim 1. Claims 2-5, being further lunitations upon an independent, allowable base claim 1, are 
allowable. 

Claims 6-9 were rejected under 35 U.S.C. § 103(a) as being unpatentable over Bottomley 
in view of Okamura et al. (U.S. Pat. No. 6,014,285) (hereinafter referred to as "Okamura"). 
Claims 6-9 are at least allowable as being dependant upon an allowable independent claim 1. 
Further, as explained above, AppHcants' claimed subject matter is not primarily directed to the 
control of the CDMA receiver. In addition, Okamura is directed to the control of a mechanical 
disk drive, an art that is certainly not analogous to generating tuning and control signals fi-om a 
CDMA receiver. In fact, the only references to frequency in Okamura are related to the 
characteristics of a notch fiUer. Finally, there is no motivation in either Bottomley or Okamura to 
combine the two references. One with skill in the art of CDMA receivers would not necessarily 
be familiar with prior art in the field of mechanical, disk drives and their control. Therefore, the 
AppUcant submits that the inclusion of Bottomley with Okamura does not support a proper 35 
U.S.C. § 103(a) rejection of claims 6-8 and Applicants request withdrawal of these rejections as 
well. 
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CONCLUSION 



Applicants believe that claims 1-9 are allowable and a Notice of Allowance is courteously 
solicited. If there is any impediment to the allowance of these claims, and such impediment could 
be alleviated during a telephone interview, the Examiner is invited to telephone the undersigned 
so that such issues may be resolved as expeditiously as possible. 

No fees are believed to be due with regard to this Response. However, if any fees are 
deemed necessary, the Commissioner is authorized to charge said fees, or to credit any 
overpayments, to Akin, Gump, Strauss, Hauer & Feld, L.L.P., Deposit Account No. 01-0660 
(044136.0004/GKG). 



Respectfully submitted, 



Date: November 20, 2001 



Gregory K. Geshom, Reg. No. 44,721 
Akin, Gump, Strauss, Hauer & Feld, L.L.P. 
816 Congress Avenue, Suite 1900 




Austin, Texas 78701 
Tel: (512)499-6200 
Fax: (512)499-6290 
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